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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ALMAR SALES COMPANY, INC., a New York 
corporation,

Opposer,

vs.

TOO FACED COSMETICS, LLC, a Delaware limited 
liability company,

Applicant.

)
)
)
)
)
)
)
)
)
)
)

Opposition No. 91-206,423

ANSWER

Applicant TOO FACED COSMETICS, LLC (“Too Faced” or “Applicant”) hereby answers the 

Notice of Opposition (the “Notice”), filed August 6, 2012, of Opposer ALMAR SALES COMPANY, 

INC. (“Almar” or “Opposer”) as follows:

1. Applicant is without sufficient knowledge or information to form a belief as to the 

allegations contained in Paragraph 1 of the Notice, and therefore, denies the same.

2. Admitted.

3. Applicant admits that the phrase “having a form or appearance found in nature” may be 

one of the many definitions of the term “natural” but denies any implication that this phrase is the 

exclusive, primary or “general” meaning of the word “natural.”

4. Applicant admits that the phrase “a specialized light-sensitive sensory structure of 

animals that in nearly all vertebrates... is the image-forming organ of sight; especially: the nearly 

spherical usually paired hollow organ of sight in vertebrates that is filled with a jellylike material, is lined 

with a photosensitive retina, and is lodged in a bony orbit in the skull; all the visible structures within and 

surrounding the orbit and including eyelids, eyelashes, and eyebrows” may be one of the many 

definitions of the term “eye” but denies any implication that this phrase is the exclusive, primary or 

“general” meaning of the word “eye.”
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5. Applicant admits that the specimen filed in connection with Applicant’s application to 

registerthe NATURAL EYE mark (“Applicant’s Mark”) is a collectionof eye shadows.

6. Applicant is without sufficient knowledge or information to form a belief as to the 

allegations contained in Paragraph 6 of the Notice, and therefore, denies the same.

7. Denied.

8. Denied.

9. Applicant admits that it did not submit evidence in support of “acquired distinctiveness” 

for its mark as the U.S. Patent and Trademark Office determined Applicant’s mark to be suggestive and 

therefore, did not require any evidence of acquired distinctiveness.  To the extent that Opposer’s 

allegation impliesthat evidence of “acquired distinctiveness” for Applicant’s mark is necessary, 

Applicant denies such allegations.

10. Denied.

11. Denied.

12. Applicant admits that the wording EYE is disclaimed in its trademark application for 

NATURAL EYE.  Applicant denies all otherallegations contained in Paragraph 12.

Applicant denies that Opposer is entitled to any relief, including the relief sought in the 

WHEREFORE clause of its Notice. 

AFFIRMATIVE DEFENSES

Applicant sets forth below its affirmative defenses.  By making these affirmative defenses, 

Applicant does not assume the burden of proving any fact, issues, or element of a cause of action where 

such burden properly belongs to Opposer.  Moreover, nothing stated herein is intended or shall be 

construed as an acknowledgement that any particular issue or subject matter is relevant to Opposer’s 

allegations.

13. Opposer’s Opposition is barred because Opposer fails to state a claim upon which relief 

may be granted.
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14. Opposer’s Opposition is barred because Applicant already owns a family of NATURAL 

marks, including the published application for NATURAL KISS (Ser. No. 85/364,160) covering 

“cosmetics” in Class 3; based on use since at least as early as June 1, 2011; and prior registrations on the 

Principal Register for the mark NATURAL FACE (Reg. No. 4,117,855) covering “cosmetics” in Class 3; 

registered March 27, 2012; based on use since at least as early as June 1, 2011; and for NATURAL AT 

NIGHT (Reg. No. 4,198,118) covering “cosmetics” in Class 3; registered August 28, 2012; based on use 

since at least as early as December 15, 2011.  These registrations are valid, subsisting, and in full force 

and effect.  Copies of the registration certificates and TARR status reports are attached as Exhibit A and 

made part of the record in these proceedings.  Opposer cannot be damaged by the issuance of Applicant’s 

Mark because Applicant already owns a registration for the NATURAL AT NIGHT and NATURAL 

FACE marks for identical goods (i.e., cosmetics).  

15. Opposer’s Opposition is barred because, assuming arguendo, that secondary meaning is 

required or otherwise necessary for Applicant to obtain registration for its NATURAL EYE mark, 

Applicant has acquired secondary meaning.  

16. Opposer’s Opposition is barred under the doctrine of unclean hands.  Specifically, a 

lawsuit is currently pending before the U.S. District Court, in which Applicant brought suit against 

Opposer for infringing, among other things, Applicant’s copyright, trade dress and trademarks.  Attached 

as Exhibit B is a copy of the complaint before the U.S. District Court, Central District of California, Too 

Faced Cosmetics, Inc. v. Almar Sales, Co., Inc., et. al., Civil Action No. 8:11-cv-00073-CJC-MLG, filed 

on March 9, 2011.  Among other of Applicant’s marks, Opposer has infringed and continues to infringe 

Applicant’s NATURAL EYE mark.  

17. Applicant hereby gives notice that it intends to rely on any additional affirmative 

defenses that become available or apparent during discovery and thus reserves the right to amend its 

answer to assert such additional affirmative defenses.  
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PRAYER FOR RELIEF

WHEREFORE, Applicant contends that the Notice is without grounds and requests judgment 

denying the Notice and this proceeding in its entirety with prejudice.  

Respectfully submitted,

GREENBERG TRAURIG, LLP

Dated:  September 11, 2012 By: 
Susan L. Heller
Joseph R. Tache
Candice E. Kim 
1840 Century Park East, Suite 1900 
Los Angeles, California 90067
Tel:  (310) 586-6568
Fax:  (310) 586-0568
hellers@gtlaw.com

Attorneys for Applicant
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CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing ANSWER upon Opposer by depositing one 

copy thereof in the U.S. Mail, First-Class, postage prepaid, on September 11, 2012, addressed as follows:

Eric A. Prager
K&L Gates LLP

599 Lexington Avenue
New York, New York 10022-6030
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